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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )KI Responsive to communication(s) filed on 12 December 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 



Status of Claims 

This communication is in response to the RCE for application 10/089126 
filed on 12/29/2008. Claim 22 has been cancelled by Applicant. Claims 1- 
21 and 23-30 have been examined. 



Continued Examination Under 37 CFR 1.114 

(1) A request for continued examination under 37 CFR 1 .1 14, including the fee 
set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 
1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicant's submission filed on 6/23/2008 has been entered. 
All claims are drawn to the same invention claimed in the application prior 
to the entry of the submission under 37 CFR 1 .I 14 and could have been 
finally rejected on the grounds and art of record in the next Office action if 
they had been entered in the application prior to entry under 37 CFR 1 .I 
14. Accordingly, THIS ACTION IS MADE FINAL even though it is a first 
action after the filing of a request for continued examination and the 
submission under 37 CFR 1 .I 14. See MPEP § 706.07(b). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 .I 36(a). 
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A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first 
reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE- 
MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made 

in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 
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(2) Claim 1 and 17 rejected under 35 U.S.C. 102(b) as anticipated by US 
Patent Number 5,794,210 to Goldhaber et al. (hereinafter 
"Goldhaber") 

Regarding claim 1, Goldhaber clearly discloses a system and method 
comprising; a consumer station which receives electronic data or images 
(figure 4, 104, column 11, lines 11-24); an information provider which 
delivers said electronic data or images to said consumer station (figure 1 , 
106, column 9 lines 62-67), a host with which said consumer station 
communicates and interacts (figure 1, 106, column 9 lines 62-67), an 
advertising provider in communication with said host and which delivers 
advertising to the host for selective viewing by the participant(figure 1 , 
106, column 9 lines 62-67); wherein advertisements are delivered 
randomly from the advertising provider via said host to said consumer 
station wherein, said participant, responsive to an invitation from said host 
can selectively view said advertising; wherein, when said consumer elects 
to view advertising from said advertising provider via said host the 
consumer receives rewards, credits or benefits commensurate with the 
length of time advertising is viewed (figure 3 60, column 10 lines 39-58) 
and wherein, the participant at the consumer station views said 
advertising material without requiring software downloaded and installed 
into the participant station from the host (columnl 1 lines 1 1 -24). 
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Concerning the step of "when said consumer elects to view advertising 
from said advertising provider via said host the consumer receives 
rewards, credits or benefits commensurate with the length of time 
advertising is viewed and wherein, the participant at the consumer 
station views said advertising material without requiring software 
downloaded and installed into the participant station from the host "; that 
limitation is optional, and according to the MPEP, "language that suggests 
or makes optional but does not require steps to be performed or does not 
limit a claim to a particular structure does not limit the scope of a claim or 
claim limitation" (MPEP 2106.11. C). 

Regarding claim 17, Goldhaber clearly discloses a participant computer 
which receives electronic data or images, (figure 4, 1 04, column 1 1 , lines 
1 1-24) an information provider for providing said electronic data or 
images (figure 1, 106, column 9 lines 62-67); an advertising provider in 
communication with said participant computer (figure 1, 106, column 9 
lines 62-67); Concerning the step of "the advertising provider 
communicates with said participant computer upon election by said 
participant responsive to an invitation from said advertising provider; 
wherein, the participant receives said advertising material by responding 
to a random invitation from the advertising provider appearing at the 
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participant's computer without requiring consumer oriented enabling 
software downloaded to the consumer computer, and wherein, when said 
participant elects to view advertising from said advertising provider the 
participant receives rewards, credits, bonuses or selected benefits 
commensurate with the length of time advertising is viewed" and the step 
of "when said participant elects to view advertising from said advertising 
provider the participant receives rewards, credits, bonuses or selected 
benefits commensurate with the length of time advertising is viewed"; 
these limitations are optional, and according to the MPEP, "language that 
suggests or makes optional but does not require steps to be performed or 
does not limit a claim to a particular structure does not limit the scope of a 
claim or claim limitation" (MPEP 2106.11. C). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 
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(3) Claims 2-16, 18-21, and 23-30 rejected under 35 U.S.C. 103(a) as 

being unpatentable over Goldhaber in view of US Patent Number 
6,928,615 to Haitsuka et al. (hereinafter "Haitsuka"). 

Regarding claim 2, Goldhaber does not explicitly teach an invitation 
cancelling itself and reappearing randomly at a later time. Haitsuka clearly 
discloses a predetermined idleness criteria such that in the event the 
participant station fails to respond to the random invitation within a 
predetermined period, the invitation will cancel itself and reappear at a 
later time at the participant station allowing the participant repeated 
opportunity to elect whether to receive advertising material while on line.( 
figure 2, 1 10, column 12 lines 7-10). Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to 
combine the teachings of Goldhaber and Haitsuka to have a 
predetermined idleness criteria such that in the event the participant 
station fails to respond to the random invitation within a predetermined 
period, the invitation will cancel itself and reappear at a later time at the 
participant station allowing the participant repeated opportunity to elect 
whether to receive advertising material while on line. Haitsuka teaches 
that this self canceling and reappearing process permits browsing by the 
user and displaying of advertisements by the client application without 
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interfering with the user's use of the browser application (column12 lines 
19-20). 

Concerning the step of "in the event the participant station fails to respond 
to the random invitation within a predetermined period, the invitation will 
cancel itself and reappear at a later time at the participant station allowing 
the participant repeated opportunity to elect whether to receive advertising 
material while on line"; "language that suggests or makes optional but 
does not require steps to be performed or does not limit a claim to a 
particular structure does not limit the scope of a claim or claim limitation" 
(MPEP2106.il. C). 

Regarding claim 3, Goldhaber clearly discloses the participant is able to 
view advertising simultaneously with information from said information 
provider at the option of the participant consumer, thereby allowing the 
participant to offset the cost of on line time commensurate with the extent 
of exposure to advertising provided by the advertising provider (column 
lines 50-57). 

Regarding claims 4 and 20, Goldhaber clearly discloses an advertising 
station remote from the participant station (figure 1110, column 9 lines 62- 
66) 
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Regarding claim 5, Haitsuka clearly discloses a flashing icon (column 10 
lines 10-15). 

Regarding claim 6, Goldhaber clearly discloses where participant station 
is a computer (figure 1 104, column 9 lines 35-38). 

Regarding claim 7, Haitsuka clearly discloses wherein said participant 
station is a digital television receiver, web pad or Wireless Application 
Protocol phone (figure 1 100, column 5 lines 9-13). 

Regarding claim 8, Haitsuka clearly discloses advertisements 

appear at a predetermined location on a display at the consumer station. 

(Figure 5 210, column 10. lines 1-3). 

Regarding claim 9, Haitsuka clearly discloses advertising 

appears at said consumer station as a banner on said display (Figure5 

210, columnlO. lines 11-15). 

Regarding claim 10, Haitsuka clearly discloses said icon appears at any 
location within a banner (Figure 5 210, columnl 0. lines 1 1 -1 5). 
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Regarding claim 11, Haitsuka clearly discloses a movable banner (Figure 
5 210, columnlO. lines 11-15). 

Regarding claim 12, Haitsuka clearly discloses an icon visible 
irrespective of its location within said banner and when received at said 
consumer station is enabled by an internet browser appearing in a banner 
(Figure5 210, columnlO. lines 11-15). 

Regarding claim 13, Haitsuka clearly discloses advertising selected for 
viewing by said participant is displayed independent of any data or images 
displayed on said screen at said consumer station (column 12 lines 18- 
21). 

Regarding claim 14, Haitsuka clearly discloses wherein viewer software 
enabling the consumer to view advertising, is browser driven such that 
said software is embedded into said viewer software and wherein said 
viewer software does not remain at the consumer station on the computer 
at the termination of viewing said advertisements (figure 1 160, column 5 
lines 46-48, column 5 line 64 - column 6 line 8). 
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Regarding claim 15, Goldhaber clearly discloses a participant registering 
with said advertising provider by providing a consumer profile. (Figure 7 
124 column 13 lines 28-30) 

Regarding claim 16, Goldhaber clearly discloses rewards comprising 
rebates to participants for the costs of internet time commensurate with 
the time spent viewing advertising (figure 3 60, column 10 lines 54-57). 

Regarding claim 18, Haitsuka clearly discloses said participant computer 
is connected to the internet and wherein said invitation is random and 
appears as a flashing icon on the screen of the consumer computer 
terminal, the process including a predetermined idleness criteria such that 
in the event the participant computer fails to respond to the random 
invitation within a predetermined period, the invitation will terminate and 
reappear randomly at a later time on the participant computer thereby 
allowing the participant repeated opportunity to elect whether to receive 
advertising material while on line ( figure 2, 110, column 1 2 lines 7-1 0). 
Concerning the step of "in the event the participant computer fails to 
respond to the random invitation within a predetermined period, the 
invitation will terminate and reappear randomly at a later time on the 
participant computer thereby allowing the participant repeated opportunity 
to elect whether to receive advertising material while on line"; that 
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limitation is optional, and according to the MPEP, "language that suggests 
or makes optional but does not require steps to be performed or does not 
limit a claim to a particular structure does not limit the scope of a claim or 
claim limitation" (MPEP 2106.11. C). 

Regarding claim 19, Haitsuka clearly discloses the participant is able to 
view advertising simultaneously with Internet information at the option of 
the participant, thereby allowing the participant to offset the cost of 
Internet time commensurate with the extent of exposure to advertising 
provided by the advertising provider (figure 3 280 and 300, column 12 
lines 17-20). Concerning the step of "the participant is able to view 
advertising simultaneously with Internet information at the option of the 
participant, thereby allowing the participant to offset the cost of Internet 
time commensurate with the extent of exposure to advertising provided by 
the advertising provider"; that limitation is optional, and according to the 
MPEP, "language that suggests or makes optional but does not require 
steps to be performed or does not limit a claim to a particular structure 
does not limit the scope of a claim or claim limitation" (MPEP 2106.11. C). 

Regarding claim 21, 23, 24, 27-30, Goldhaber clearly discloses an 
advertising provider in communication with said participant computer 
while the participant is obtaining data or information from an information 



Application/Control Number: 10/089,126 Page 13 

Art Unit: 3622 

provider, wherein the advertising provider communicates with said 
participant computer via the advertising provider's web site (figure 1, 106, 
column 9 lines 62-67) upon election by said participant responsive to an 
invitation from said advertising provider; wherein, without requiring 
software downloaded to the participant computer, the participant views 
said advertising material by responding to a random invitation from the 
advertising provider appearing on the participant computer (column 10 
lines 39-56) ;in the event the participant computer fails to respond to the 
invitation within a predetermined period the participant will not receive 
advertising nor credits, cash, prizes or like incentives for viewing said 
advertising, whereupon the invitation will reappear randomly at a later time 
on the participant's computer display allowing the participant repeated 
opportunity to elect whether to receive advertising material while on line 
(fig 3 60, column 10 lines 39-58), wherein upon acceptance by the 
consumer of advertising by signaling the advertising provider, 
advertisements will be sent to the consumer's computer for a 
predetermined random period following which the advertisements will be 
suspended until reactivated by the consumer by signaling the advertising 
provider; the process thereby allowing the participant to view advertising 
simultaneously with Internet information at the option of the participant, 
thereby allowing the participant to receive credits, prizes or like or to offset 
the cost of Internet time commensurate with the extent of exposure by the 
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participant to advertising messages; the process operable without the 
need for the consumer to download specific software, and registering with 
the advertising provider by forwarding to the provider the participant's 
identifying information ( figure 7, 120, column 12 line 37-50). Goldhaber 
does not explicitly disclose said random invitation appearing as a flashing 
icon on a display the participant computer and including a predetermined 
idleness criteria. Haitsuka clearly discloses a predetermined idleness 
criteria such that in the event the participant station fails to respond to the 
random invitation within a predetermined period, the invitation will cancel 
itself and reappear at a later time at the participant station allowing the 
participant repeated opportunity to elect whether to receive advertising 
material while on line (figure 2, 110, column 12 lines 7-10). Therefore it 
would have been obvious to one of ordinary skill in the art at the time of 
the invention to combine the teachings of Goldhaber and Haitsuka to have 
a predetermined idleness criteria such that in the event the participant 
station fails to respond to the random invitation within a predetermined 
period, the invitation will cancel itself and reappear at a later time at the 
participant station allowing the participant repeated opportunity to elect 
whether to receive advertising material while on line. Haitsuka teaches 
that this self canceling and reappearing process permits browsing by the 
user and displaying of advertisements by the client application without 
interfering with the user's use of the browser application (column12 lines 



Application/Control Number: 10/089,126 Page 15 

Art Unit: 3622 

19-20). Concerning the steps of "upon election by said participant", and 
"in the event that...", and "allowing the participant repeated opportunity to 
elect whether to receive advertising material while on line", and "allowing 
the participant to view advertising simultaneously with Internet information 
at the option of the participant"; these limitations are optional, and 
according to the MPEP, "language that suggests or makes optional but 
does not require steps to be performed or does not limit a claim to a 
particular structure does not limit the scope of a claim or claim limitation" 
(MPEP2106.il. C). 

Regarding claim 25, Haitsuka clearly discloses displaying advertising 
targeted in a banner to a participant profile until such time as the 
participant cancels the advertising. (figure 3, 230, column 1 1 lines 51-55) 

Regarding claim 26, Goldhaber clearly discloses sending particulars of 
the participant computer such as the computer's Email address to the 
advertising provider to establish a participant profile link between the 
participant computer and the advertising provider computer (column 12 
lines 38-67). 



Response to Remarks 
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Claims 1,17, 24, and 30 have been amended to change the word for a 
user from "person" or consumer to "participant". Examiner considers these 
to be equivalent terms with respect to the application of prior art. 
Claims 17 and 18 have been amended to change the word for a user's 
computer from "participant computer" to "participant station". Examiner 
considers these to be equivalent terms with respect to the application of 
prior art. 

Claims 21 , 24, and 26 have been amended to change the word for a 
user's computer from "participant computer" to "participant display". 
Examiner considers these to be equivalent terms with respect to the 
application of prior art. 

Claims 21 , 28 have been amended to change the word from "Internet" to 
"online". Examiner considers these to be equivalent terms with respect to 
the application of prior art. 

Therefore, the Examiner maintains the rejection to the Applicant's claims. 
Conclusion 

All claims are drawn to the same invention claimed in the earlier 
application and could have been finally rejected on the grounds and art of 
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record in the next Office action if they had been entered in the earlier 
application. Accordingly, THIS ACTION IS MADE FINAL even though it is 
a first action in this case. See MPEP § 706.07(b). Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 1 .I 36(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first 
reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE- 
MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Examiner Daniel Sorkowitz whose 
telephone number is (571 ) 270-5206. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric Stamber can be reached on (571) 272-6724. 
The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/D.M.S./ 

Examiner, Art Unit 3622 
/M. B./ 

Examiner, Art Unit 3622 



/Eric W. Stamber/ 

Supervisory Patent Examiner, Art Unit 3622 



